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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Drummond U.S. Patent Number 2,768,993 optionally in view of Hirose U.S. Patent 
Application Publication No.: 2001/0022149 and/or Mitsuji et al. U.S. Patent Number 
5,130,167. 

Drummond teaches coating compositions for metal substrates comprising a resin 
binder and powdered metal(s). The resin binder is preferably an organo-silicone resin, 
such as organopolysiloxane, alkoxy-silicone resins etc., as set forth in column 1 , line 62 
to column 2, line 15, column 3, lines 12-18 and column 4, lines 14-25. The powder 
metal is selected from zinc powder (300 mesh), zinc alloy powder, aluminum powder, 
etc. and mixture thereof, see column 4, lines 28-35. 

Drummond differs from applicant's invention in the following ways: 1) there is no 
direct teaching (i.e. by way of a specific example) to where an admixture of zinc powder 
and aluminum power is used in combination with a silicone resin, and 2) it is unclear if 
all of applicant's particularly claimed modified silicone resin subgenus's are disclosed. 
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It would have been obvious to one having ordinary skill in the art to use the 
disclosure of Drummond alone as motivation to make applicant's claimed rust inhibiting 
composition since the use of admixtures of zinc powder and aluminum powder is 
suggested by Drummond. Likewise, all of applicant's claimed modified silicone resin 
subgenus's are deemed to fall within the broad disclosure of organo-silicone resins as 
suggested by Drummond. 

In the alternative, Drummond can be combined with Hirose and/or Mitsuji et al.. 

Hirose teaches a self-sacrifice type metal corrosion inhibitor is prepared by 
dispersing one or more kinds of metal powder having a greater ionization tendency than 
that of a metal to be treated and a water-insoluble thermoplastic resin powder in water 
containing a water-soluble anticorrosion agent, a surface-active agent and a thickener 
to from a treatment solution. The treatment solution is applied to the surface of the 
metal to be treated, which is heated to melt the thermoplastic resin powder and form a 
thermoplastic resin layer fixed to the surface of the metal. It forms a metal corrosion- 
inhibiting layer fixed to the surface through the thermoplastic resin, which acts as an 
adhesive layer. Hirose directly teaches that it is preferable to use admixtures of 
aluminum powder and zinc powder with an organic resin binder, since such admixtures 
have superior corrosion inhibiting effects than the use of either said powder alone, see 
sections [0020]-[0021]. 

Mitsuji et al. teach disclosed is a coating method comprising the steps of applying 
a base coat composition to a substrate, applying a clear coating composition to the 
coated surface while the applied base coat composition is still uncured and curing the 
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two coating compositions thus applied at the same time, the method being 
characterized in that the base coat composition is an aqueous one containing a coloring 
pigment and that the clear coating composition is a curable one containing a basal resin 
and a curing catalyst as main components, the basal resin being a resin (Y) having in 
the molecule hydroxyl group and/or hydrolyzable group both directly attached to the 
silicon atom, and epoxy group or a resin mixture (Z) of a resin or a compound (Z-1 ) 
having hydroxyl group and/or hydrolyzable group both directly attached to the silicon 
atom and a resin (Z-2) having epoxy group. Mitsuji et al. directly discloses multi- 
functional silicone resins of all types that are deemed to encompass all of applicant's 
claimed modified silicone resin subgenus's, see Mitsuji et al's Table 1, column 14, line 
55 to column 1 5, line 22, column 1 9, lines 1 3-21 , column 21 , lines 20-28, column 30, 
line 42 to column 35, line 56, column 46, lines 33-68 and the Examples. Mitsuji also 
discloses aluminum alkoxides as highly effective curing catalyst, see column 56, lines 
25-66. Mitsuji et al. further discloses the addition of inorganic pigments such as 
aluminum powder and zinc powder, see column 59, lines 44-58. Finally, Mitsuji et al' 
discloses organic solvents, such as alcohols used to prepare the coating compositions, 
see column 55, lines 21-35. 

Thus in the alternative, it would have been obvious to one having ordinary skill in 
the art to use the direct teaching of Hirose to the preferable use of admixtures of 
aluminum powder with zinc powder as additional motivation to use such a metal powder 
admixture in Drummond's coating composition. Likewise, it would have been obvious to 
one having ordinary skill in the art to use the disclosure of Mitsuji et al. to the use of all 
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of applicant's claimed modified silicone resin subgenus's in metal coating compositions, 
as additional motivation to use such modified silicone resins in the coating composition 
taught by Drummond. 

Claims 1 0-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Drummond U.S. Patent Number 2,768,993 in view of Mitsuji et al. U.S. Patent Number 
5,130,167 and optionally further in view of Hirose U.S. Patent Application Publication 
No.: 2001/0022149. 

This rejection builds on the rejection set forth above and all references have 
been described above. Drummond further differs from applicant's claimed invention in 
the following ways: 1 ) there is no direct disclosure to the use of aluminum alkoxides as 
curing catalyst in his organo-silicone resin coating compositions, but Drummond does 
suggest the use of curing catalyst in general, see column 3, lines 1 2-1 9., and 2) 
Drummond does not directly disclose the use of alcohols as an organic solvent in his 
coating compositions, but he does suggest the use of organic solvents, see column 3, 
lines 20-26. 

It would have been obvious to one having ordinary skill in the art to use the direct 
disclosure of Mitsuji et al to aluminum alkoxides as curing catalyst and alcohols as 
effective organic solvents in metal coating compositions as strong motivation to actually 
use said in Drummond's coating compositions. 
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Claims 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Mitsuji et al. U.S. Patent Number 5,130,167 optionally further in view of Hirose U.S. 
Patent Application Publication No.: 2001/0022149. 

Mitsuji et al. and Hirose have been described above. Mitsuji et al. differs from 
applicant's invention in that there is no direct teaching (i.e. by way of a specific 
example) to where an admixture of zinc powder and aluminum power is used in 
combination with a silicone resin. 

It would have been obvious to one having ordinary skill in the art to use the 
disclosure of Mitsuji et al. alone as motivation to make applicant's claimed rust inhibiting 
composition since the use of admixtures of zinc powder and aluminum powder falls 
within the broad disclosure of Mitsuji et al.. In the alternative, it would have been 
obvious to one having ordinary skill in the art to use the direct teaching of Hirose to the 
preferable use of admixtures of aluminum powder with zinc powder as additional 
motivation to use such a metal powder admixture in Mitsuji et al.'s coating composition. 

Claims 1-9 and 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 2002-035686 optionally in view of Hirose U.S. Patent Application Publication 
No.: 2001/0022149 and/or Mitsuji et al. U.S. Patent Number 5,130,167. 

JP teaches a method for preventing rusting of weatherable steel by applying a 
composition comprising a binder, such as acrylic silicone resins with additional 
functional groups, such as silane coupling agents, in combination with rust inhibiting 
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inorganic pigments, such as aluminum powder and zinc powder, see abstract, sections 
[0014] and [0015]-[0016]. 

JP differs from applicant's invention in the following ways: 1 ) there is no direct 
teaching (i.e. by way of a specific example) to where an admixture of zinc powder and 
aluminum power is used in combination with an acrylic silicone resin, and 2) it is unclear 
if all of applicant's particularly claimed modified silicone resin subgenus's are disclosed. 

It would have been obvious to one having ordinary skill in the art to use the 
disclosure of JP alone as motivation to make applicant's claimed rust inhibiting 
composition since the use of admixtures of zinc powder and aluminum powder since 
such admixtures falls within the broad disclosure of JP. Likewise, all of applicant's 
claimed modified silicone resin subgenus's are deemed to fall within the broad 
disclosure of acrylic silicone resins as suggested by JP. 

In the alternative, JP can be combined with Hirose and/or Mitsuji et al.. 

Hirose teaches a self-sacrifice type metal corrosion inhibitor is prepared by 
dispersing one or more kinds of metal powder having a greater ionization tendency than 
that of a metal to be treated and a water-insoluble thermoplastic resin powder in water 
containing a water-soluble anticorrosion agent, a surface-active agent and a thickener 
to from a treatment solution. The treatment solution is applied to the surface of the 
metal to be treated, which is heated to melt the thermoplastic resin powder and form a 
thermoplastic resin layer fixed to the surface of the metal. It forms a metal corrosion- 
inhibiting layer fixed to the surface through the thermoplastic resin, which acts as an 
adhesive layer. Hirose directly teaches that it is preferable to use admixtures of 
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aluminum powder and zinc powder with an organic resin binder, since such admixtures 
have superior corrosion inhibiting effects than the use of either said powder alone, see 
sections [0020]-[0021]. 

Mitsuji et al. teach disclosed is a coating method comprising the steps of applying 
a base coat composition to a substrate, applying a clear coating composition to the 
coated surface while the applied base coat composition is still uncured and curing the 
two coating compositions thus applied at the same time, the method being 
characterized in that the base coat composition is an aqueous one containing a coloring 
pigment and that the clear coating composition is a curable one containing a basal resin 
and a curing catalyst as main components, the basal resin being a resin (Y) having in 
the molecule hydroxyl group and/or hydrolyzable group both directly attached to the 
silicon atom, and epoxy group or a resin mixture (Z) of a resin or a compound (Z-1 ) 
having hydroxyl group and/or hydrolyzable group both directly attached to the silicon 
atom and a resin (Z-2) having epoxy group. Mitsuji et al. directly discloses multi- 
functional silicone resins of all types that are deemed to encompass all of applicant's 
claimed modified silicone resin subgenus's, see Mitsuji et al's Table 1, column 14, line 
55 to column 1 5, line 22, column 1 9, lines 13-21, column 21 , lines 20-28, column 30, 
line 42 to column 35, line 56, column 46, lines 33-68 and the Examples. Mitsuji also 
discloses aluminum alkoxides as highly effective curing catalyst, see column 56, lines 
25-66. Mitsuji et al. further discloses the addition of inorganic pigments such as 
aluminum powder and zinc powder, see column 59, lines 44-58. Finally, Mitsuji et al' 
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discloses organic solvents, such as alcohols used to prepare the coating compositions, 
see column 55, lines 21-35. 

Thus in the alternative, it would have been obvious to one having ordinary skill in 
the art to use the direct teaching of Hirose to the preferable use of admixtures of 
aluminum powder with zinc powder as additional motivation to use such a metal powder 
admixture in JP's coating composition. Likewise, it would have been obvious to one 
having ordinary skill in the art to use the disclosure of Mitsuji et al. to the use of all of 
applicant's claimed modified silicone resin subgenus's in metal coating compositions, as 
additional motivation to use such modified silicone resins in the coating composition 
taught by JP. 

Claims 1 0-1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 
2002-035686 in view of Mitsuji et al. U.S. Patent Number 5,130,167 and optionally 
further in view of Hirose U.S. Patent Application Publication No.: 2001/0022149. 

This rejection builds on the rejection set forth above and all references have 
been described above. JP further differs from applicant's claimed invention in the 
following ways: 1) there is no direct disclosure to the use of aluminum alkoxides as 
curing catalyst in his organo-silicone resin coating compositions., and 2) JP does not 
directly disclose the use of alcohols as an organic solvent in his coating compositions, 
but he does suggest the use of organic solvents. 

It would have been obvious to one having ordinary skill in the art to use the direct 
disclosure of Mitsuji et al to aluminum alkoxides as curing catalyst and alcohols as 
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effective organic solvents in metal coating compositions as strong motivation to actually 
use said in JP's coating compositions. 

Prior-Art Cited But Not Applied 

Any prior-art reference which is cited on FORM PTO-892 but not applied, is cited 
only to show the general state of the prior-art at the time of applicant's invention. 

Examiner Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Joseph D. Anthony whose telephone number 
is (571 ) 272-1 117. If attempts to reach the examiner are unsuccessful, the examiner's 
supervisor, Harold Pyon, can be reached on (571) 272-1498. The centralized FAX 
machine number is (571) 273-8300. All other papers received by FAX will be treated as 
Official communications and cannot be immediately handled by the Examiner. 

/Joseph D. Anthony/ 
Primary Patent Examiner 
Art Unit 1796 

3/28/09 



